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DETAILED ACTION 
STATUS OF THE CLAIMS : Claims 1-3, 10-19, 36-38 and 42-50 are pending in 
this application. 

Claim Objections 

1 . Claims 45 and 45-50 are objected to because of the following 
informalities: 

(a) Applicant recites "corresponding"'. Examiner suggests amending the 
claim to include the exact compound intended. 

Claim Rejections - 35 USC § 112, second paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

(a) Claim 1-3, 10-19, 36-38 and 42-50 and claims dependent thereon are 
indefinite as it recites residue of an amino acid, peptide or protein. The terms are 
relative terms, which render the claim indefinite. The terms are not defined by 
the claim, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 1-3, 10-19, 36-38 and 42-50 and are rejected under 35 
U.S.C. 102(b) as being anticipated by Scherz et al. (WO 97/19081). 

Applicant teaches bacteriochlorophyll compounds wherein all the variables 
are as defined in the claims. 

Scherz discloses bacteriochlorophyll compounds, which share the same 
formulaic compounds. (See Abstract and pages 6-10). The compounds in the 
said reference read on the instant claim. (See figures 1-2, and examples). 
Additionally, Scherz teaches methods of preparing bacteriochlorophyll 
compounds and methods of photodynamic therapy using said bacteriochlorophyll 
compounds. (See pages 7-10). The methods of preparing bacteriochlorophyll 
compounds and methods of photodynamic therapy using said bacteriochlorophyll 
compounds in the reference reads on the instant claim. Since Scherz teaches 
the exact compounds and methods, Applicant's claims are anticipated, and thus, 
rejected under 35 U.S.C. 102(b). 

4. Claims 1-3, 10-19, 36-38 and 42-50 and are rejected under 35 
U.S.C. 102(b) as being anticipated by Scheer et al. (WO 01/040232). 
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Scheer discloses bacteriochlorophyll compounds, which share the same 
formulaic compounds. (See Abstract and pages 5-7). The compounds in the said 
reference read on the instant claim. (See figures 1-2, and examples). 
Additionally, Scheer discloses methods of preparing bacteriochlorophyll 
compounds and methods of photodynamic therapy using said bacteriochlorophyll 
compounds. (See pages 8-12 and 18-30). The methods of preparing and 
methods of using the bacteriochlorophyll compounds in the reference read on the 
instant claim. Since Scheer teaches the exact compounds and methods, 
Applicant's claims are anticipated, and thus, rejected under 35 U.S.C. 102(b). 

5. Claims 1-3, 10-19, 36-38 and 42-50 and are rejected under 35 
U.S.C. 102(b) as being anticipated by Scherz et al. (WO 00/33833). 

Scherz discloses bacteriochlorophyll compounds, which share the same 
formulaic compounds. (See Abstract and pages 5-8). The compounds in the said 
reference read on the instant claim. (See pages 10-12 and examples). 
Additionally, Scherz discloses methods of preparing bacteriochlorophyll 
compounds and methods of photodynamic therapy using said bacteriochlorophyll 
compounds. (See pages 15-22). The methods of preparing and using the 
bacteriochlorophyll compounds in the said reference read on the instant claim. 
Since Scherz teaches the exact compounds and methods of preparing, 
Applicant's claims are anticipated, and thus, rejected under 35 U.S.C. 102(b). 

6. Claims 1-3 and 10-19 and are rejected under 35 U.S.C. 102(b) as being 
anticipated by Scheer et al. (DE 4121876). 
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Scheer discloses bacteriochlorophyll compounds, which share the same 
formulaic compounds. (See Abstract and pages 3-15). The compounds in the 
said reference read on the instant claim. (See pages 3-15 and examples). Since 
Scherz teaches the exact compounds, Applicant's claims are anticipated, and 
thus, rejected under 35 U.S.C. 102(b). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claims 1-3 and 10-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Scheer et al. (DE 4121876). 

Scheer teaches a generic group of bacteriochlorophyll derivatives, which 
embraces Applicants' claimed compounds. (See formula l-lll and definitions for 
Ri_ 3 ). The claims differ from the reference by reciting specific species and a 
more limited genus than the reference. However, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to select any of the 
species of the genus taught by the reference, including those instantly claimed, 
because the skilled chemist would have the reasonable expectation that any of 
the species of the genus would have similar properties, and thus, the same use 
as taught for the genus as a whole. One of ordinary skill in the art would have 
been motivated to select the claimed compounds from the genus in the reference 



Application/Control Number: 10/534,692 Page 6 

Art Unit: 1624 

since such compounds would have been suggested by the reference as a whole. 
A prior art disclosed genus of useful compounds is sufficient to render prima 
facie obvious a species falling within a genus. Thus, Applicant's claims are 
obvious, and therefore, rejected under 35 U.S.C. 103. 

8. Claims 1-3, 10-19, 36-38 and 42-50 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Scherz et al. (WO 97/19081). 

Schertz teaches a generic group of bacteriochlorophyll derivatives, 
methods of preparing bacteriochlorophyll compounds and methods of 
photodynamic therapy using said bacteriochlorophyll compounds, which 
embraces Applicants' claimed compounds. (See formula I and definitions for 
Ri_ 4 ). The claims differ from the reference by reciting specific species and a 
more limited genus than the reference. However, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to select any of the 
species of the genus taught by the reference, including those instantly claimed, 
because the skilled chemist would have the reasonable expectation that any of 
the species of the genus would have similar properties, and thus, the same use 
as taught for the genus as a whole. One of ordinary skill in the art would have 
been motivated to select the claimed compounds from the genus in the reference 
since such compounds would have been suggested by the reference as a whole. 
A prior art disclosed genus of useful compounds is sufficient to render prima 
facie obvious a species falling within a genus. Thus, Applicant's claims are 
obvious, and therefore, rejected under 35 U.S.C. 103. 
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9. Claims 1-3, 10-19, 36-38 and 42-50 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Scheer et al. (WO 01/040232). 

Scheer teaches a generic group of bacteriochlorophyll derivatives, 
methods of preparing bacteriochlorophyll compounds and methods of 
photodynamic therapy using said bacteriochlorophyll compounds, which 
embraces Applicants' claimed compounds. (See formula I and definitions for 
R1-4). The claims differ from the reference by reciting specific species and a 
more limited genus than the reference. However, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to select any of the 
species of the genus taught by the reference, including those instantly claimed, 
because the skilled chemist would have the reasonable expectation that any of 
the species of the genus would have similar properties, and thus, the same use 
as taught for the genus as a whole. One of ordinary skill in the art would have 
been motivated to select the claimed compounds from the genus in the reference 
since such compounds would have been suggested by the reference as a whole. 
A prior art disclosed genus of useful compounds is sufficient to render prima 
facie obvious a species falling within a genus. Thus, Applicant's claims are 
obvious, and therefore, rejected under 35 U.S.C. 103. 

10. Claims 1-3, 10-19, 36-38 and 42-50 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Scherz et al. (WO 00/33833). 

Schertz teaches a generic group of bacteriochlorophyll derivatives, 
methods of preparing bacteriochlorophyll compounds and methods of 
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photodynamic therapy using said bacteriochlorophyll compounds, which 
embraces Applicants' claimed compounds. (See formula I and definitions for 
R1-4). The claims differ from the reference by reciting specific species and a 
more limited genus than the reference. However, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to select any of the 
species of the genus taught by the reference, including those instantly claimed, 
because the skilled chemist would have the reasonable expectation that any of 
the species of the genus would have similar properties, and thus, the same use 
as taught for the genus as a whole. One of ordinary skill in the art would have 
been motivated to select the claimed compounds from the genus in the reference 
since such compounds would have been suggested by the reference as a whole. 
A prior art disclosed genus of useful compounds is sufficient to render prima 
facie obvious a species falling within a genus. Thus, Applicant's claims are 
obvious, and therefore, rejected under 35 U.S.C. 103. 

Conclusion 

Claims 1-3, 10-19, 36-38 and 42-50 are pending. Claims 1-3, 10-19, 36- 
38 and 42-50 are rejected. No claims are allowed. 

Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
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filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to PAUL V WARD whose telephone number is 
571-272-2909. The examiner can normally be reached on M-F 8 am to 4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. James O Wilson can be reached on 571-272-0661 . 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

/PAUL V WARD/ 
Examiner, Art Unit 1624 



